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DETAILED ACTION 

1 . This office action is in response to communication filed on 6/12/2007. 

2. Claims 21-25 have been added with this amendment. Claims 1-25 are presented 
for examination. 

Claim Rejections - 35 USC 3 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Herz (5,835,087 hereinafter Herz). 

With respect to claims 1, 4-6, 8, 11-18, 21-25 Herz teaches an in contents- 
advertising method wherein advertisement information provided beforehand is included 
in digital contents activated by a user terminal (Summary). Activating in a user terminal 
in a program by a user the digital content and determining that the digital contents have 
been activated by the user (col. 55, lines 45-54); transferring an identifier of the digital 
contents and an identifier of the user to an advertising information server when the 
digital contents have been activated by the user (col. 55, lines 45 to col. 56, lines 1-14); 
selecting and retrieving advertising information by the advertising information server 
based on the digital contents identifier and the user identifier and transferring the 
retrieved advertising information to the user terminal (col. 60, lines 11-20); inserting the 
retrieved advertising information in the digital contents such that the advertising 
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information is automatically selected and retrieved from the advertising server, 
transferred to the user terminal and inserted in the digital contents when the digital 
contents are activated in the user terminal by the user (col. 55, lines 45 to col. 56 lines 
1-14; col. 60, lines 11-20 and col. 61, lines 4-26); information indicating that 
advertisements may be inserted, advertising information included in the digital content is 
updated with the retrieved advertising information. In Herz, the lists of advertisements 
are pre-selected based on the target profile of the article (col. 55, lines 50-62) and the 
amount that advertisers are willing to pay (col. 40, lines 8-28); receiving input from the 
user via a user interface of the program after transferring of the retrieved advertising 
information. In Herz, the advertisements are selected and retrieved based on target 
profile of the news programs (col. 55, lines 50-62) and based on the amount of money 
the advertisers are willing to pay (col. 40, lines 8-28). The advertisements are pre- 
selected before the user interacts with the new news program. 

With respect to the digital contents being activated in a game program. Herz 
teaches the content is activated in a news service program. It would have been 
obvious to a person of ordinary skill in the art to have changed the news service 
program of Herz to a game program in order to attract fun, younger users to the 
system. 

With respect to counting the number of times that the retrieved advertising 
information is transferred. Official Notice is taken that it is old and well known to count 
the number of times that a user clicks on advertisements in order for advertisers to get 
billed only for advertisements that are received. It would have been obvious to a person 
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of ordinary skill in the art at the time of Applicant's invention to have included counting 
the number of times that the retrieved advertising information is transferred in order for 
the advertisers to be billed for ads that have been retrieved. 

With respect to claims 2-3, Herz further teaches providing the advertising 
information by the advertising server to the contents provider for insertion in the digital 
contents (Figure 1). 

Claims 7 and 9, further recite advertising fees based on said recording results. 
Official notice is taken that it is old and well known to charge based on 
recording/product quality. For example, a low/inferior quality recording or product gets a 
lower fee that a high quality product or recording in order to compensate for good 
performance. It would have been obvious to a person of ordinary skill in the art at the 
time of Applicant's invention to have included advertising fees based on said recording 
results in order to obtain the above mentioned advantages. 

Claim 10 further recites the advertisers providing the times of the advertisement 
insertion and providing said ads based on said advertisements information specified 
from said advertiser. Official notice is taken that is old and well known for advertisers 
to select the times slots and structure in which they want the advertisements to be 
displayed to the customers. It would have been obvious to a person of ordinary skill in 
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the art at the time of Applicant's invention to have included the advertisers providing the 
time of the advertisements insertion because such a modification would allow the 
advertisers to target the proper audience based on the time period selected. 

Claim 19 further recites a moving image as the advertising information. Official 
Notice is taken that it is old and well known for digital contents to be presented as 
moving objects or the like in order to provide a continuously changing position of the 
content and therefore provide a more realistic presentation of the information. It would 
have been obvious to a person of ordinary skill in the at the time of Applicant's invention 
to have included a moving image as the advertising information in order to achieve the 
above mentioned advantage. 

Claim 20 further recites that the program a driving game program and it includes 
a vehicle operated by the user. Official Notice is taken that it is old and well known for 
game programs and the like to provide different life like features such as vehicles and 
allowing the user to drive or manipulate these features in order to provide a life like 
experience for the users. It would have been obvious to a person of ordinary skill in the 
art at the time of Applicant's invention to have included the program being program a 
driving game program and it includes a vehicle operated by the user in order to achieve 
the above mentioned advantage. 
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Response to Arguments 

4. With respect to the Official Notice taken, Applicant states that even though each 
individual recited element may be known, Applicant states that the conglomeration of 
these features in digital contents as recited in claim 1 are not known in the art. The 
Examiner wants to point out that the claims were rejected under the doctrine of 103 and 
the Examiner has presented motivation that the combination of the well known features 
in digital contents would have been obvious at the time of Applicant's invention and 
therefore the rejection is been sustained. 

5. With respect to the newly added feature of counting the a number of times that 
the retrieved advertising information is retrieved. The Examiner wants to point out that it 
makes sense in the system of Herz to not just purchase a right to include ads in a set 
but to also determine the number of times that an advertisement is presented because it 
would help determine how many times an advertisement has to be presented in order to 
be effective and for advertisers to be billed for the times that an ad is presented. 

6. With respect to the motivation to change Herz "news program" to "a game 
program" as claimed would have been obvious in order to provide fun and excitement in 
the system which would lead to attracting younger audience as previously stated by 
Examiner. Applicant argues that the motivation is improper but the Examiner disagrees 
with Applicant because as we all know usually news program and the like try to attract 
new, young audience by making the programs fun and exciting. 

7. With respect to the arguments pertaining to the Official Notice, Applicant hasn't 
provided a proper challenge that would that would at least cast reasonable doubt on the 
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fact taken notice. Merely asking for a reference is not enough. Applicant has to provide 
reasoning or proper challenge as how the features taken official notice of were not 
known at the time of Applicant's invention. 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raquel Alvarez whose telephone number is (571)272- 
6715. The examiner can normally be reached on 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric w. Stamber can be reached on (571)272-6724. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 
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